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Court Third Instance 

 

 

Keywords: Conclusiveness of registration - Infringement 

Type of Intellectual Property Rights: Trade Mark  

 

Legal Basis:  

Trade Marks Act 1976 ss 14, 35(1), 36, 37, 38(1), 40(1)(a), (dd), 45, 47, 55 

 

Facts: 

The appellant, dissatisfied with the decision of the Court of Appeal, applied for leave to appeal 

to the Federal Court against the respondents for infringement of his trade mark for liquid 

fertilizer, ‘Reynox’ (‘the trade mark’). The appellant argued that although he had allowed the 

trade mark to be used by the second respondent, he did not assign the trade mark to be used 

in perpetuity. The trade mark was used exclusively by the appellant and was only allowed to 

be used by the first respondent after he was brought in as a shareholder into the second 

respondent. The respondents counterclaimed that the appellant was not entitled to the trade 

mark in his own name, on the grounds that the trade mark was fraudulently-obtained by the 

appellant and the appellant’s act of registering the trade mark in his sole name had been done 

with mala fide and by deception.  

The issues that arose for the court’s determination were whether the appellant had abandoned 

his exclusive right to the trade mark in perpetuity by consenting to the use of his trade mark to 

a company/firm that he was a shareholder/director/partner of even though no benefit derived 

from it and whether the appellant was guilty of estoppel, acquiescence or laches. 

 

Substance:  

The Court held that the appellant has exclusivity over the trade mark as it was registered under 

his name only. There was no dispute that consent was granted to the second respondent to 

distribute the liquid fertilizer under the trade mark when the appellant was still a 

shareholder/director of this company but withdrew that consent after he left the second 
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respondent. In this case, there was no evidence of the alleged assignment being registered. 

Without any evidence to prove that the consent given by the appellant was indeed an 

assignment and with there being want of proof of such assignment, the Court hold the view 

that the appellant never assigned the trade mark to the respondents.  

In short, the argument of consent having been given by the appellant must fail. In light of the 

clear provisions of the TMA 1976, the respondents have failed to establish consent on the part 

of the appellant, an integral ingredient leading to a successful establishment of the doctrine of 

estoppel, acquiescence and laches, the Court therefore have no hesitation in ruling that they 

have also failed to establish their defences under these doctrines. The Court instead found 

that the respondents are the unauthorised users of the trade mark, after the appellant had 

retracted his consent especially after exiting from the second respondent. 

 

Result:  

Appeal allowed with costs. The Federal Court affirmed the decision of High Court and set 

aside the decision of Court of Appeal. 

 

 

Decision Date: 6/11/2017 

 


