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Legal Basis:  

Industrial Designs Act 1996 s 33 

Patents Act 1983 s 61 

 

Facts: 

This was an appeal case on the Judgment of the High Court Judge for infringement of 

Registered Designs; RID 167 where the Appellants in Appeal 1810 and Respondents in 

Appeal 1865 and Appeal 1866 are the Defendants in Suit 16 whilst the Appellants in Appeal 

1809 and Respondents in Appeal 1868 and Appeal 1862 are the Defendants in Suit 17. The 

Appellant in Appeal 1865 and Appeal 1868 and Respondents in Appeal 1810 and Appeal 1809 

is the 1st plaintiff; and the Appellant in Appeal 1866 and Appeal 1862 is the 2nd plaintiff. The 

1st plaintiff is a private company incorporated in Delaware under the laws of the United States 

of America and is the registered proprietor of RID 167 in Malaysia. The plaintiffs claimed for 

infringement of RID 167 on the basis that the Biolife Borneo Bottle applied or was an obvious 

or fraudulent imitation of the design which was the subject of RID 167.  

The 1st defendant, a private limited company incorporated under the laws of Malaysia and is 

a direct selling company licensed to import, distribute, sell and offer for sale the Biolife Borneo 

Bottle and to lawfully compete with the Plaintiffs in Malaysia, disputed plaintiffs’ claim and 

contended that the Eco Bottle is not an embodiment of RID 167 and was an independently 

conceptualized, created and designed by employees of PT CMN International Indonesia and 

independently manufactured in Indonesia by PT Mitramulia Makmur of Indonesia. The issues 

arose were whether the finding of the learned judge of infringement on obvious imitation of the 

1st plaintiff’s RID 167 was correct or the finding of infringement is fraudulent imitation or the 
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claim on infringement of the 1st plaintiff’s RID 167 had no basis; and whether the 2nd plaintiff 

had locus to file the said actions. 

 

Substance:  

The Court found that there was no merit in 1st plaintiff and defendants’ appeal as this was an 

appeal on a question of fact and that the Court were unable to see how the learned judge’s 

finding is alleged to be erroneous or plainly wrong. The Court also held that the defendants in 

Suit 16 had infringed the 1st plaintiff’s RID 167 as the Biolife Borneo Bottle was an obvious 

imitation of the registered industrial design and that the Biolife Borneo Bottle was not a 

fraudulent imitation of the industrial design which was the subject of the 1st plaintiff’s RID 167. 

The Court found that the learned judge’s finding that 2nd plaintiff in both Suit 16 and Suit 17 

had no locus to file either of the said actions was erroneous.  

The 2nd plaintiff has the locus to commence actions against the defendants. This was because 

the agreement between Tupperware Products Inc. (TPI) and 2nd plaintiff shows that the latter 

obtained an exclusive licence from the former to distribute and sell in Malaysia products that 

include housewares products and that the 2nd plaintiff is exclusively licensed to use the design 

registrations owned by the 1st plaintiff in Malaysia. It cannot be denied that TPI is the agent of 

1st plaintiff and that 2nd plaintiff is licensed to use the design registrations in Malaysia to the 

exclusion of TPI and even the 1st Plaintiff, the owner of the registered designs. In short, 2nd 

Plaintiff was for all intents and purposes an exclusive licensee in terms of usage of the design 

registrations in Malaysia. The Court held that an exclusive sub-licensee is not estopped from 

filing a design infringement action by virtue of an agreement between it and the sub-licensor 

under the IDA. 

 

Result:  

The 1st plaintiff and the defendants’ appeals are dismissed with no order as to cost and the 

2nd plaintiff’s appeal is allowed with costs of RM70,000.00 here and below subject to allocator. 

The Court of Appeal set aside the High Court's decision which found that the 2nd plaintiff had 

no locus. 
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