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High Court 

Court First Instance 
 

 

 

Keywords: Rectification - Revocation - Infringement 

Type of Intellectual Property Rights: Design  

       

Legal Basis:  

Copyright Act 1987 ss 3(a), 7(1)(c), (3)(a), 26, 36(1) 

Industrial Designs Act 1996 ss 3(1)(b)(i), 12(1), (2)(a), 17(1), 24(1)(a), 27(1)(a), 32(2) 

Evidence Act 1950 s 114(g) 

Companies Act 1965 s 132(1), (5) 

 

Facts: 

The plaintiff companies manufacture plastic extrusion products and trades in moulds (1st 

plaintiff); manufacture and trades in plastic products and machinery (2nd plaintiff); and 

manufacture plastic building materials and related products (3rd plaintiff) alleged that the 

defendants, a former director and still a shareholder of the 1st plaintiff; and the 3rd plaintiff’s 

former Production Manager have infringed their copyright in the Works (“Computer-aided 

Design” (CAD) data; CAD drawings; and physical articles and mould produced from CAD data 

and CAD drawings) and infringed the 2nd plaintiff’s registered industrial design (RID) under 

Copyright Act 1987 (CA) and Industrial Designs Act 1996 (IDA) respectively. The defendants 

have counterclaimed that the 2nd plaintiff’s RID is invalid and its registration should be 

revoked. The issues arose in this case were whether copyright subsist and whether the 

defendants have infringed copyright of the 2nd and 3rd plaintiffs; whether the court should 

expunge the 2nd plaintiff’s RID from the Register or revoke the registration of the 2nd plaintiff’s 

RID and if the 2nd plaintiff’s RID is valid, have the defendants infringed the 2nd plaintiff’s RID. 
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Substance:  

The Court held that copyright subsists in the Works when the 2nd and 3rd plaintiffs have 

commissioned the 1st defendant while he was a former shareholder and director of KM 

Extrusion Technology Sdn. Bhd. to produce the Works and that the 2nd and 3rd plaintiffs have 

succeeded to prove on a balance of probabilities that the 2nd defendant has committed a 

direct copying of the Works. This was evident from the fact that the quality of the features of 

the 2nd defendant’s products which were copied from the Works constitute the whole or a 

substantial part of the Works. Hence, the defendants have infringed copyright of the 2nd and 

3rd plaintiffs. Court also held that the 2nd plaintiff’s RID from the Register cannot be expunged 

or revoked under IDA 1996. This was due to the fact that the RID Features have “eye appeal” 

and is “new” within the meaning of IDA 1996. Thus, the defendants have infringed the 2nd 

plaintiff’s RID. 

 

Result:  

The plaintiff's claim is allowed with costs and the High Court dismissed the defendant's 

counterclaim with costs. 

 

 

Decision Date: 8/4/2019 


